REMARKS 

Claims 1-25 are pending in the application, no claims being amended. 

The Examiner rejects all of the cMms under 35 U.S.C. 103 as being 
obvious over Heiman U.S. Patent No. 4,726,400 ("Heiman"). That is the only rejection 
asserted. 

In the Official Action, Examiner recognizes that there is no teaching in 
Heiman that one of the fill, warp, or pile yams consists essentially of non-moisture 
transporting synthetic filament and is devoid of moisture transporting fiber. However, to 
maintain a non-obviousness rejection based on Heiman', the Examiner takes the position 
that since Heiman discloses that the fill, ground, or pile yarns may be of "any suitable 
material including yam of natural or synthetic material" or may be, "appropriate 
materials" and that "any combination of yams may be utilized to define the ground fill, 
ground warp, and pile warp as desired", it would have been obvious to modify the 
Heiman towel by using a polyester yam as the synthetic fiber yarn to take advantage of 
the widely known, inherent, non-moisture transporting properties of polyester. See 
Official Action, pages 2-4. Applicant respectfully disagrees and submits the rejection is 
in error and should be withdrawn. 

In the instant situation, it is submitted that the broad mention that the yarns 
could be "natural or synthetic" or "appropriate materials" and "any combination of yams 
may be utilized" in Heiman is no more than a general invitation based on a broad genus, 
which can in no way be deemed to suggest the specifically claimed yam "consisting 
essentially of non-moisture-transporting synthetic filament and devoid of moisture 

^ Examiner previously rejected all of the claims under 35 U.S.C. 102 as anticipated by Heiman, but 
withdrew that rejection. 
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transporting fiber." Examiner can appreciate that to establish a prima facie case of 
obviousness in a genus-species situation, it is essential that the Office find some 
motivation or suggestion to make the claimed invention in light of the prior art teachings. 
See, e.g., In re Brouwer, 77 F.3d 422, 425, 37 USPQ2d 1663, 1666 (Fed. Cir. 1996) 
("[T]he mere possibility that one of the esters or the active methylene group-containing 
compounds... could be modified or replaced such that its use would lead to the specific 
sulfoaUcylated resin recited in claim 8 does not make the process recited in cMm 8 
obvious 'unless the prior art suggested the desirability of [such a] modification' or 
replacement.") (quoting In re Gordon. 733 F.2d 900, 902, 221 USPQ 11 25, 11 27 (Fed. 
Cir. 1984)); In re Baird, 16 F.3d 380, 382, 29 USPQ2d 1550, 1552 (Fed. Cir. 1994) (The 
fact that a claimed species or subgenus is encompassed by a prior art genus is not 
sufficient by itself to establish a prima facie case of obviousness.). 

No such motivation to modify the broad mention of yams to make 
Applicant's claimed woven terry fabric exists in Heiman. Specifically, the broad mention 
of the types of yams recited in Heiman is merely a conventional way of generally 
describing a relatively large number of possible options for a benign aspect of an 
invention. In further support thereof, Heiman is not at all overly concemed with its yam 
types but rather the yam arrangements which produce a novel weave or checkered pattern 
defined by sets 51 of pile yams 50 and ground 45 on each of the top and bottom surfaces 
46 and 47 respectively; such checkered pattem provides air spaces 63 that serve to 
improve the thermal insulating character of the cloth product 40 as compared to over 
conventional weaves. See, e.g., col. 4, lines 5-12 and Fig. 3. Accordingly, there simply 
is no specified or necessary result, i.e., no motivation or suggestion, to make the claimed 
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woven terry fabric including a warp or fill yam consisting essentially of non-moisture- 
transporting synthetic filament and devoid of moisture transporting fiber, such woven 
terry fabric providing improved comfort, durability, and overdl absorbency. In fact, 
there is no specific listing of such a yam in the broad generic statement of Heiman. 

In addition, in establishing a prima facie case of obviousness. Examiner 
must consider and evaluate any teaching or suggestion in Heiman of a preferred species 
or subgenus that is significantly different in structure from the claimed species or 
subgenus since such a teaching may weigh against selecting the claimed species or 
subgenus and, thus, against a deteiTnination of obviousness. See, e.g., In re Baird, 
16 F.3d at 382-83, 29 USPQ2d at 1552 (reversing obviousness rejection of species in 
view of large size of genus and disclosed "optimum" species which differed greatly from 
and were more complex than the claimed species). Indeed, the mention of yams being of 
"natural or synthetic" fiber is followed up with the specific mention of cotton or 
cotton/poly blend, thus eschewing the notion that the result must be a yam that "consists 
essentially of non-moisture-transporting synthetic filament and devoid of moisture 
transporting fiber." See, e.g., col. 5, line 60 to col. 6, line 5. As Heiman specifically 
discloses that the yams can either be cotton or a blend of cotton and polyester, it is clearly 
not a necessary result that the broad recitation would consist essentially of a non- 
moisture-transporting synthetic filament and be devoid of moisture transporting fiber. 
And, while it may be possible to make the product shown in Heiman with a yam in the 
warp or fill (or both) which consists essentially of non-moisture-transporting synthetic 
filament, that the product is expressly claimed to be made with other moisture- 

-8- 



transporting yarns undercuts any basis to conclude that the disclosure of Heiman 
necessarily results in the former. 

Furthermore, the number of variables that must be selected or modified to 
arrived at a claimed invention needs to be considered when making an obviousness 
determination. See, e.g., In re Jones, 958 F.2d 347, 350, 21 USPQ2d 1941, 1943 (Fed. 
Cir. 1992) (reversing obviousness rejection of novel dicamba salt with acyclic structure 
over broad prior art genus encompassing claimed salt, where disclosed examples of genus 
were dissimilar in structure, lacking an ether linkage or being cyclic). To this end, there 
is virtually an infinite number of combinations and permutations of yam and yam 
materials that may be employed in weaving the fabric of Heiman. This in no way 
provides any motivation or suggestion to make Applicant's woven terry fabric with a 
specific warp or fill yam, especially as consisting essentially of non-moisture- 
transporting synthetic filament and being devoid of moisture transporting fiber. Rather, 
the most that could be said of Heiman is it is a general invitation to employ a variety of 
unspecified materials. Such a general invitation, as discussed above, is legally 
insufficient to establish a prima facie case. 

Finally, it is apparent that Examiner has used the Heiman reference simply 
as a roadmap to eke out from a broad description of yarns, where no other yarns are 
disclosed save for cotton or cotton/poly blends, the required specific yarns claimed and 
called for here. Such hindsight reconstmction is impermissible and fatal to a §103 
rejection. See W.L. Gore & Associates, Inc. v. Garlock, Inc., 721 F.2d 1540, 220 USPQ 
303, 313 (Fed. Cir. 1983), cert, denied, 469 U.S. 851 (1984) ("It is difficult but necessary 
that the decisionmaker forget what he or she has been taught . . . about the claimed 
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invention and cast the mind back to the time the invention was made (often as here many 
years), to occupy the mind of one skilled in the art who is presented only with the 
references, and who is normally guided by the then-accepted wisdom in the art."); MPEP 
§2145. 

In view of the foregoing, it is respectfully submitted that the rejection of 
the claims as obvious over Heiman is in error and should be withdrawn. 

Conclusion 

As a result of the remarks given herein, Applicant submits that the 
rejections of claims 1-25 have been overcome. Therefore, Applicant respectfully submits 
that this case is in condition for allowance and requests allowance of the pending claims. 

If this Response leaves any issues open or Examiner wishes to discuss any 

further issues, a call to undersigned counsel would be gratefully appreciated. Applicant 

also has submitted all fees believed to be necessary herewith. Should any additional fees 

or surcharges be deemed necessary, Examiner has authorization to charge fees or credit 

any overpayment to Deposit Account No. 23-3000. 

Respectfully submitted, 

WOOD. HERRON & EVANS, L.L.P. 

By /Randall S. Jackson. Jr./ 
Randall S. Jackson, Jr. 
Reg. 48,248 

2700 Carew Tower 
Cincinnati, Ohio 45202 
(513) 241-2324 
FAX (513) 241-6234 
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